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Why obtain patents?

To protect market share.

Art. 1, Sec. 8, CL. 8 “The Congress shall have power ... To
promote the progress of science and useful arts, by securing
for [imited times to authors and inventors the exclusive right to
their respective writings and discoveries.”
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Patents: Utility & Design

« Utility Patent — protects the functional aspects of an
Invention.

— 35 U.S.C. Section 101 . . . “any new and useful process,
machine, manufacture, or composition of matter, or any new and
useful improvement thereof . . . .“

— Has written “claims”.

* Design Patent — protects the aspects of a
product.
— 35U.S.C. 171 ... “any new, original and ornamental design for

an article of manufacture .. ..”

— No written “claims”; rather the drawings define the scope of
protection.
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Typical Sequence of Events

nvention first made (may or may not be
orototyped).

Patentability search.

-lle U.S. patent application . . . utility/design v.
orovisional.

~oreign patent filings within one (1) year of
U.S. filing . . . PCT v. national filings.

_aunch product in the marketplace.

Patent issues — start marking products with
patent pending and patent number(s)
Immediately.
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Invention Notebooks & Disclosures

Reason: prove a date of invention earlier than your U.S.
patent application filing date (presumptive date of
Invention) . . . for priority purposes.

Corroboratlon . Must be signed and dated by a witness,
who:
1. Is a co-inventor;
2. Understands the technology; and,
3. Has confidentiality obligation (fellow employee).

Be detailed; show all alternative versions.
Show testing results or summaries.
No breaks or gaps.

Tamper evident book: bound to show no pages added or
removed.

“Diligence” is good . . . may be critical.
“Abandoned, suppressed or concealed” is bad.
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“prior art”
re-existing technolo Includes:

Earlier patents & applications.

Earlier publications, including:
— Journal articles
—  Brochures & ads
—  Product catalogs
—  other
Your own activity more than one (1) year before filing date:
—  Offer for sale
—  Sale
—  Public use
—  Publication, Website, Catalog, Brochure
Other’s products/methods offered, sold or used in U.S.
Earlier invention by others in the U.S.

Public knowledge.
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“Nonobviousness”

No single item of prior technology (“prior art”) has 2l the
features claimed.

Evaluate as of the time of the invention without hindsight.

Evaluate from the perspective of a person of “ordinary”
skill in the field.

— Ordinary skill includes :
l.e., ordinary innovation is not patentable.

— Ordinary skill includes fitting multiple teachings together like
pieces of a puzzle.

Supreme Court: “The combination of familiar elements
according to known methods is likely to be obvious when
It does no more than yield results”. KSR Int'l
v. Teleflex, Inc.
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“Nonobviousness” - cont.

Example of Non-Obvious Inventions:
— The invention provides an unexpected synergistic or surprising effect.
— The invention runs counter to teaching of prior art.
— The invention was uniquely challenging or difficult.
— The invention was unpredictable at the time of the invention.
“Secondary” considerations that may prove nonobviousness:
— Commercial success
— Long felt need satisfied
— Copying
— Others tried but failed to solve problem
— Praise for the invention

Supreme Court: A suggestion or motivation in the prior art to
combine is no longer required. KSR Int'l v. Teleflex, Inc.
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Patent Number Marking

 CRITICAL.: failure to mark means that you forfeit
recovery of money for all infringement before you notify
competitor of their “infringement”. Their awareness of
the patent is NOT enough.

* Normally, it is enough to mark the or
your product . This is only enough when, from
the character of the patented article, marking “can not be
done”. 35U.S.C. §287.

— If you can mark with a trademark or product serial number, you
probably will be considered capable of marking with a patent
number.

« Examples:
— Patent 5,054,234
— Pat. 5,054,234
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Scope of legal rights

 How broad are patents?

Utility Patent: defined by the written claims.
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Utility Patent Claims

Venn Diagram:

not
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Duty of Candor to the Patent
Office

Must always be truthful.

Must disclose prior art that you know
about and that is “material”.

Do not omit material information (e.g.
person signing an affidavit in favor of
your patent application is being paid by
you as a consultant).
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Jim,

| guess there is because [ can't believe that any rational business sense
would cause them to act like this. As you say, time will tell. It seems like

a long expensive charade to go through to come to this. | have to admit to
being very depressed about this with all the time Steve and | have put in.

There was so much that could have been done with that technology. If they
don't license to someone else | will have no hesitation to use their

technology and run the risk that Purdue will sue. | doubt they would or

would even be aware that we were doing so. Proof of the old saying that some
people are prepared to cut off their nose to spite their face.

This may be a 3 drink night.

ars

* No Incredibly Stupid E-mails.

* \When lawfully “copying,” get advice of

counsel.
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Infringement: How to avoid

Do not copy a competitor’'s product.

If you must copy:

— Look for patent numbers on their product.
— Do a formal patent search.

— Get a formal legal opinion.

With legal advice, “design around” their claims to be safe.

Having your own improvement patent helps, but is not a complete
defense.

Avoid other copying pitfalls such as trademarks, trade dress and
copyrights.

“Advertising Injury” insurance normally does NOT apply to patents.
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Working with patents

* Design Around — Its good to have options
— Avold injunction against your product line.

— Strengthens your settlement bargaining
position.

— Weakens their damages case even if you do
not settle.

| WOODARD, EMHARDT, MORIARTY,
" MCNETT & HENRY LLP




Design Around Example

1. A submersible projectile comprising: an
elongate body having an axial forward
end and an axial rearward end and a
peripheral surface, and the elongate body
has a central Iongltudlnal axis; the
elongate body having a generally
elliptical cross-section along
substantially all of the axial length of the
elongate body; a plurality of fins
projecting from the elongate body near
the axial rearward end of the body, and
the fins being spaced about the
peripheral surface; and wherein one of
the plurality of fins is an upper radial fin
that has a generally vertical orientation,
and the upper radial fin projects in a
radial fashion away from the elongate
body, and the plurality of fins further
includes a plurality of lower non-radial
fins that are not aligned to the central
longitudinal axis of the elongate body.




Infringement: Bad things can happen

Injunction:

— Stop selling order from a Court.

— Destroy infringing inventory.

Pay damages caused to plaintiff:
— Plaintiff's profits that it lost.

— Price erosion

— Reasonable Royalties

— Other theories of damage..

Turn over infringing profits to the plaintiff (design patents

only).
Damages/Profits In exceptional case (e.g. jury
finding that infringement was “willful”).

Pay court “costs”.

Pay other sides attorneys fees in exceptional case (often
several million dollars).
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AIPLA

Litigation-Patent Infringement $1-$25M Inclusive, all costs (Q42d)

Litigation-Patent Infringement $1-$25M Inclusive, all costs

First Third
Number of Mean Quartile Median Quartile

Total Cost Individuals | (Average) 25% (Midpoint) 75%
| All Individuals 319 | $2,637,179 | $1,200,000 $2,000,000 | $3,500.000
I-5 Attorneys 33 | §1,446,364 $625,000 | $1,000,000 | $1.500.000
Type of 6-75 Attorneys 131 | $2,396,183 | $1,000,000 | §1 50,000 | $3.000.000
Practice 76 or more Attorneys 67 | $3.549,254 | $2.000,000 $3,200,000 | $4,000,000
All Corporate 73 | §2,824.384 | $1,500,000 $2,000,000 | $3.750.000
B Boston CMSA 18 |9$2.638,889 | $1,437,500 |$2,500,000 | $4.000,000
| NYC CMsA 26 | $3,667,308 | $1,500,000 | $2,650,000 | $4.000.000
Philadelphia CMSA 28 | $3,287.500 | $2,250.000 $4.000,000 | $4,000,000
Washington, DC CMSA 31 53,167,742 | $1,700,000 $3.000.,000 $4.,000,000
Other East 16 | $2,468.750 | $1,150,000 $2,000,000 | $3,000,000
Metro Southeast V7| 83,285,294 $875,000 | 82,500,000 $3.500,000
_ Other Southeast 8 | §1.662,500 $562,500 $950,000 | $1.500.000
R Chicago CMSA 35 |$2,133,000 | $1,250,000 | $1,600,000 | $3.000.000
Minne.-St. Paul PMSA 10 | $1,567,500 $787,500 | £1,500,000 $2,562,500
Other Central 41 | $1,686,098 $600,000 | $1,000,000 $2.500,000
Texas 23 | $2,847.826 | 51 000,000 | $2,500,000 | $3 500,000
Los Angeles CMSA 20 | $3,015,000 51,212,500 | $1,500,000 $1,937.500
San Francisco CMSA 17 2,823,529 | $2.000.000 52,000,000 | $4,000.000
Other West 27 | 82,279,630 | $1,500,000 $2,000,000 | 3,500,000

AIPLA Report of the Economic Survey 2005




int and

955 CDP

eys fees.

Meridian 1s also awarded

Opposing Counsel:
Robins Kaplan Miller &
Ciresi
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Practical Pointers

« Get assignments of inventions & “conceptions”.
— From all employees.
— From all non-employees.
— From all consultants.
— From all computer programmers.

 File applications on important inventions and
products to protect market share.

* Be aware of and respect competitor's patents.
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Recent U.S. Patent Law
Changes and Trends

KSR Int'l v. Teleflex, Inc. (Supreme Court)

— Expanded bases for finding an invention “obvious.”
» A person of ordinary skill in the art has ordinary creativity.

* A design need or market pressure plus a finite number of
identifiable, predictable solutions is likely obvious.

 In re Bilinski (CAFC en banc)

— Federal circuit is currently examining whether claims
directed to a business method that does not require
any technology (such as a computer or a storage
device) Is patent-eligible subject matter.

* In re Nuijten (CAFC)

— A transitory propagating signal is not proper
patentable subject matter.
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Recent U.S. Patent Law

Changes and Trends (cont’d)

« Patent Office Rules Changes
— New Appeal Rules (Final)

- Generally increases the amount of detail required in an appeal
($$3). Also is less forgiving of mistakes, increases opportunities to
make fatal (to the appeal) mistakes.

— New IDS Rules (Not currently final)
* Requires a detailed explanation ($$$) of cited references when:
— More than 20 references are cited.
— References are cited after a first Office Action.
— An individual reference is long, i.e., exceeds 25 pages.
— New Continuation Rules (On appeal)

 Limits number of patent applications directed to a particular
invention to 3, including Requests for Continued Examination used
to extend prosecution after a final rejection as well as traditional
continuations and divisionals.

— New Limitations to Number of Claims (On appeal)

 Limits number of claims directed to a particular invention to 5
independent / 25 total claims, including co-pending applications.

| WOODARD, EMHARDT, MORIARTY,
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Recent International Patent

Law Changes and Trends

European Patent Office (EPQO) Standards
« EPO Approach

— Article 52(1) EPC . . ."provided that they are new, involve an inventive
step and are susceptible of industrial application.”

— Avrticle 56 EPC — “An invention shall be considered as involving an

inventive step if, having regard to the state of the art, it is not obvious to a
person skilled in the art.

— Problem and Solution Approach
» Determine the closest prior art.
 Establish the objective technical problem to be solved.

 Starting from the closest prior art and the objective technical

problem, consider whether the claimed invention would have been
obvious to the skilled person

UK Approach in Contrast

— Section 1 UKPA 1977 — A patent may be granted only for an invention in
respect of which the following conditions are satisfied, that is to say —

The invention is new;

It involves an inventive step;

It is capable of industrial application;

The grant of a patent for it is not excluded . . .
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Recent International Patent
Law Changes and Trends (cont’d)

o Comparison of Approaches
— UK-IPO and UK Courts typically adopt a less formulaic approach to
assessing inventive step than the EPO
— Current approach in Pozzoli SPA v. BDMO SA (2007) EWCA Civ 588
— Reformulation of approach recommended by Court of Appeal in
Windsurfing International Inc. v. Tabur Marine (Great Britain) Ltd.,
(1985) RPC 59

« EPO Changes and Trends
— Increasing fees for excessive claims

— Strict on prior art analysis and specification support against “new
matter”

— Designation fees increasing

— Renewal fees increasing

— EPO v. PCT supplemental searching

— Filing divisional(s) . . . strict requirements and excessive costs
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Recent International Patent
Law Changes and Trends (cont’'d)

China’s Drive for IP Recognition
* History:
— Country of 1.3 billion people . . . “world’s factory”
— Patent system began in 1985 . . . Now over 4 million filings
— 20% annual increase in filings over 15 years
— In 2007, 694,153 new filings . . . up 21% from prior year
— Now third behind U.S. and Japan . . . Likely to surpass in 2012
— New technical solutions

« What is patentable and how:
— Three types of patents

1. Invention patents . . . “a product, a process or an improvement
thereof . .. .”

2. Utility model patents . . . “a product’s shape or structure, or a
combination of the two, and are also fit for practical use.”

3. Design patents . . . “shape or pattern design, or a combination of the
two, or even a combination of the colors and different shapes or
patterns of a product, which enhance it aesthetically and are
suitable for industrial application.”
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Recent International Patent
Law Changes and Trends (cont’'d)

Enforcement
— Compendium on China National IP Strategy . . . essential by 2020

— In 2005, 2,947 filings of patent actions, up 15.6% while U.S. filings
going down over this period

1. Foreign company filings were up over past year 77% with 60%
winning . . . like Pfizer, Honda, Philips and 3M

2. Notable Chint Group v. Schneider Electric decision and lessons
- high damage recoveries possible
- search China prior art for safety
- consider utility model (10 year) patent strategy
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